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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provistons of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 21 July 2003 . 
2a)n Tills action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) 13 Claim(s) 1-11 is/are pending in the application. 

4a) Of the above claim(s) 7-11 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 
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Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-6, drawn to a lithium battery, classified in class 429, subclass 
126. 

II. Claims 7-1 1 , drawn to a method of forming an inorganic protective film of 
a separator, classified in class 427, subclass 126.1. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806,05(f)). In the instant case the product as claimed can be made by another 
and material different process such as by just depositing a protective layer of lithium 
nitride, lithium silicate, lithium borate, etc. on the lithium metal. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. During a telephone conversation with Mr. Charies Wieland on October 31 , 2005, 
a provisional election was made without traverse to prosecute the invention of Group I, 
claims 1-6. Affirmation of this election must be made by applicant in replying to this 
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Office action. Claims 7-1 1 are withdrawn from further consideration by the examiner, 37 
CFR 1 .142(b), as being drawn to a non-elected Invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 



Claim Rejections - 35 USC § 103 

7. Claims 1-6 are rejected under 35 U.S.C. 102(b) as anticipated by or, in. the 
alternative, under 35 U.S.C. 103(a) as obvious over Chu et al. [(6,413,284) or WO 
01/33651)] or Visco et al. (6,025,094). 

Chu et al. teaches in column 4, line 40 to column 5, that in Figures 1 A-B, 2A-B 
that a lithium electrode (10) is fabricated as a laminate by depositing a release agent on 
a web carrier (14) by evaporation then depositing a barrier layer (16) on the release 
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layer and then forming a bonding layer (17) which should easily bond with the active 
material. The web carrier can be polypropylene, polyethylene, etc. Chu et al. teaches 
in column 21, claim 1, a method of fabricating an active metal electrode comprising 
providing a barrier layer laminate comprising a barrier layer disposed on a substrate. 
Chu et al. teaches in claims 4-5, that the substrate on which the barrier layer is 
disposed is a polymeric electrolyte separator or a solid-state, or gel-state electrolyte 
separator. Chu et al. teaches in claim 7, that the ban'ier layer is a glass layer that 
includes at least one of a lithium silicate, lithium borate, lithium aluminate, lithium 
phosphate, etc. Chu et al. teaches In claim 6, that the forming the bamer layer 
disposed on the substrate is by physical deposition process or a chemical vapor 
deposition process. Chu et al. teaches in claim 10, that the barrier layer is a glass layer 
having a thickness of between 50 angstroms and 5 micrometers and teaches in claim 
1 1 that the barrier layer has an ionic conductivity between 10-8 and 10-2 (ohm-cm)-l . 
Chu et al. teaches in column 14, lines 37-67, in Figure 3, a cell comprising a negative 
current collector-negative electrode- a bonding layer- a barrier layer- an electrolyte 
(316)-a positive electrode- positive current collector. Chu et al. teaches that in case of a 
liquid electrolyte, an optional separator in region (316) is present between the positive 
and negative electrodes. Therefore, Chu et al. teaches a separator comprising a barrier 
layer (inorganic protective film) on the surface of the separator which is between the 
cathode and anode. 

Visco et al. teaches in column 22, claim 31, a battery comprising a positive 
electrode, a negative electrode including a metal and a protective layer on an electrolyte 
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facing the surface of the negative electrode and an electrolyte separator. Visco et aL 
teaches in claim 33 that the protective layer includes lithium silicate, lithium borate, etc. 
Visco et al. teaches in claim 34, that the protective layer has a thickness between 50- 
3000 angstroms. Visco et al. teaches in column 6, lines 5-31 , that backing layer 914) is 
provided on the side of the negative electrode (10) which faces away from the 
electrolyte and teaches that layer (16) is the metal layer. The backing layer can be 
polypropylene, polyethylene, etc. 

In the event any differences can be shown for the product of the product by 
process claims 1 , 5-6, as opposed to the product taught by Chu et al. or Visco et al., 
such differences would have been obvious to one of ordinary skill in the art as a routine 
modification of the product in the absence of a showing of unexpected results. In re 
Thrope 227 USPQ 964; (Fed. Or. 1985). 

With respect to the product by process claims 1, 5-6, the determination of 
patentability is based, upon the product itself not upon the method of its production. In 
re Thrope 227 USPQ 964; In re Brown 1 73 USPQ 685; In re Bridgeford 149 USPQ 55; 
In re Werthelm 191 USPQ 90. Any difference imparted by the product by process 
limitations would have been obvious to one having ordinary skill in the art at the time the 
invention was made because where the Examiner has found a substantially similar 
product as in the applied prior art, the burden of proof is shifted to the Applicants to 
establish that their product is patentably distinct. In re Brown 173 USPQ 685 and In re 
Fessmann 180 USPQ 324. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura S. Welner whose telephone number is 571-272- 
1294. The examiner can normally be reached on M-F (6:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 



published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). / J 
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